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2a)D This action is FINAL. 2b)C3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Information Disclosure Statement 

1 . The Examiner has considered the information disclosure statement filed on 
5/13/04 and 1/20/04. 

Claim Objections 

2. Claims 1-28 is objected to because of the following informalities: The claims 
should set forth the limitations without the need for element numbers enclosed in 

* 

parenthesis. Appropriate correction is required. 

Drawings 

3. The drawings are objected to under 37- CFR 1.83(b) because 

they are incomplete. 37 CFR 1.83(b) reads as follows: 

When the invention consists of an improvement on an old 
machine the drawing must when possible exhibit, in one or 
more views, the improved portion itself, disconnected, from 
the old structure, and also in another view, so much only 
of the old structure as will suffice to show the connection 
of the. invention therewith. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing 
figure is to be canceled, the appropriate figure must be removed from the replacement 
sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings 
for consistency. Additional replacement sheets may be necessary to show the 
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renumbering of the remaining figures. Each drawing sheet submitted after the filing date 
of an application must be labeled in the top margin as either "Replacement Sheet" or 
"New Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 
The drawings fail to clearly differentiate the light beam beams 
and control signal paths. For example, page 4~section 18 of the 
specification details that an electronic image signal from the 
camera via image processing to the computer. The drawings fail 
to illustrate image data from control data, and the sequence of 
movement of either data signal. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

5. Claim 12 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 12 recites the limitation "the imaging system" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

Claims 12 will be examined as best understood by the Examiner. 

Claim Rejections - 35 USC § 102 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 

7. Claims 1,2,4-7,9,10,12-15,20-23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Su et al (US 6,685,317). 

Regarding claim 1, Su discloses a surgical microscope system for observing an eye of a 
patient, the surgical microscope system comprising: 

A surgical microscope (35,36,7); 

A beam splitter (32); 

A retinal diagnostic device (via 15, 16, 17,50,1 9-24, 18)-see col. 7 and col. 8. 



Regarding 


claim 


2, retinal lens (12 or 13) 


Regarding 


claim 


4, see figure 2. 


Regarding 


claim 


5, see col. 7, lines 14-35. 


Regarding 


claim 


6, output at element 3-figure 1 . 


Regarding 


claim 


7, see figure 3 -#28. 


Regarding 


claim 


9, 21,22-see figure 2-col. 7, lines 20-42. 


Regarding 


claim 


10, 28,41-col. 8,lines 25-55. 
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Regarding claim 12, see figure 2;col. 7, lines 1-10. 

Regarding claim 13, objective -7, retinal -13; col. 7, lines 10-25. 

Regarding claim 14, see col. 7, lines 10-25. 

Regarding claim 15, see col. 9, lines 1-5. 

Regarding claim 20, see col. 7, lines 20-30. 

Regarding claim 21, see col. 9, lines 1-9; the sensor processor (computer) 
command trigger signal. 

Regarding claim 22, see col. 8, lines 35-52. 

Regarding claim 23, a surgical microscope (35,36,7)-see figures 2a, 2; a beam 
splitter (32); a retinal diagnostic (via 15, 16, 17, 50,19-24, 18); microscope illumination 
(35,36); first light guide (28); an illumination source (42-see figure 3)-see col. 7- 
switching between retinal imaging and observation. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

9. Claims 3,8 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Su et al. 
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Regarding claim 3, Su fails to specifically disclose the retinal lens contacts the patient's 
eye. However, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to place a retinal/object lens in contact with eye, since this is a 
known diagnostic method. 

Regarding claim 8, Su discloses the illumination being a high-speed illumination source. 
Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use a stroboscopic light source because it would be an 
equivalent high-speed illuminations source and are readily available for imaging units. 
Regarding claim 1 1 , Su fails to specifically disclose a diffractive element and lens for in 
the imaging system. However, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to include a diffractive element for aid in 
correction of chromatic aberration since diffractive elements are typically used in optical 
system for this purpose. 



Allowable Subject Matter 



10. Claim 27-28 is allowed. 



1 1 . Claims 16-19,24-26 objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

12. The following is a statement of reasons for the indication of allowable subject 
matter: Regarding claim 27, prior art fails to specifically discloses a surgical microscope 
system for observing the eye of a patient, the surgical microscope system comprising a 
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surgical microscope, beam splitter, retinal diagnostic having a digital camera, camera 
beam path from the beam splitter, further comprising a beam transposer removably 
installed in the observation beam path between the stereo tube and beam splitter as 
claimed. 

Regarding claim 16, prior art fails to specifically disclose a surgical microscope system 
for observing the eye of a patient, the surgical microscope system comprising a surgical 
microscope, beam splitter, retinal diagnostic having a digital camera, camera beam path 
from the beam splitter, retinal lens movable into and out of the observation beam path; a 
main objective and further comprising a beam transposer movable into and out of the 
observation path at a location between the main objective and patient's eye as claimed. 
Regarding claim 24, prior art fails to specifically disclose a surgical microscope system 
for observing the eye of a patient, the surgical microscope system comprising a surgical 
microscope, beam splitter, retinal diagnostic having a digital camera, camera beam path 
from the beam splitter, a microscope illumination system, a first light guide, illumination 
source further comprising a second light guide arrange; and optical lighting branch 
switch connecting the first light guide and the second light guide to the illumination 
source , whereby light form the illumination source can be switched between the first 
light guide for use in transscleral retinal illumination and the second light guide for use in 



microscope illumination as claimed. 



Conclusion 
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1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Su et al (US 6,921 ,169) discloses a digital eye camera; Aizu et al 

* 

(US 5,1 16,1 16) disclose an ophthalmologic diagnosis method. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia M. Harrington whose telephone number is 571 
272 2330. The examiner can normally be reached on Monday - Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

* 

supervisor, Ricky Mack can be reached on 571 272 2333. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. ~ 
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Primary Examiner 
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